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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re the Application of:

T.M. Law Office: 119
Karben4 Brewing, LLC

Examining Attorney: Patty Evanko
Serial No.: 86/502,907
Filing Date: January 14, 2015

Mark: LADY LUCK

N N’ N N N N N N N N N

Atty. File No.: Karben 4-36824-4

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

APPLICANT’S APPEAL BRIEF

Applicant appeals to the Trademark Trial and Appeals Board from the final refusal of
registration for the mark LADY LUCK for “beer” in International Class 32 (the “Mark™).

Applicant is appealing from Examining Attorney’s refusal of registration under
Trademark Act Section 2(d), 15 U.S.C. § 1052(d). The Examining Attorney takes the position
that a likelihood of confusion exists between Applicant’s Mark and the mark “Lady Luck” for
“bar services” in International Class 042 with the Registration No. 1847065 as owned by Isle of
Capri Casinos, Inc. (“Registrant™).

SUMMARY OF PROCEEDINGS BELOW

Prosecution History

Application Serial No. 86/502,907 for the mark LADY LUCK was filed on January 14,

2015. On March 13, 2015, the Examining Attorney issued an Office Action refusing registration



under Trademark Act Section 2(d), 15 U.S.C. § 1052(d), stating the marks are likely to be
confused because the words are identical and Applicant’s use of its Mark on beer will be
confused with Registrant’s use on bar services. Applicant responded on April 23, 2015, arguing
against the refusal stating that the existence of a few brewpubs does not show the goods and
services are related, citing In re Coors Brewing Co., 343 F.3d 1340 (Fed. Cir. 2003). In
addition, the response states that “Lady Luck” is not a strong mark, but rather a commonplace
phrase used on many goods and services as well as everyday parlance.

On May 12, 2015, the Examining Attorney issued a Final Office Action maintaining the
likelihood of confusion refusal and providing four more examples of breWpubs or breweries
associated with restaurants and fifteen third party registrations claiming both beer and restaurant
services.

Applicant responded to the Final Office Action with a Request for Reconsideration on
July 14, 2015, stating that simply adding four more identical examples and third party
registrations does not add up to “something more” as required by case law. Applicant also
provided statistics showing how minimal of an impact such examples have in the world at large
and provided several examples of its own showing why the goods and services are, in fact,
unrelated.

On July 22, 2015, the Examining Attorney rejected the Request for Reconsideration
citing more t}}ird party registrations, at least one of which specifically excludes beer. Applicant

then filed its Notice of Appeal with the Trademark Trial and Appeals Board on October 12,

2015.



Examining Attorney’s Evidence

In the first Office Action, Examining Attorney provided five different web sites given
below as “representative Internet evidence which shows that the same mark is commonly used
on beer and in connection with bar services.” Office Action, March 13, 2015.

www.dogfishhead.com;
www.buffalobrewpub.com;
www.dempseysbaltimore.com;
www.smugglersbrewpub.com; and
www.kellysbrewpub.com.

This evidence was meant to show “that the goods and services at issue are related because
beer is often a primary item served in bars and bars often market their special beers. This evidence
establishes that beer and bar services are commonly marketed under the same mark, to the same
purchasers. Therefore, the applicant’s and registrant’s goods and services are considered related
for likelihood of confusion purposes.” USPTO Office Action, March 13, 2015.

In the second Office Action, Examining Attorney provides the dictionary definition of a
bar which in relevant portions states a bar is “a place where you go to buy and drink alcoholic
drinks” then gives examples of “We met at Ernie’s Bar. A wine/cocktail bar.” Finally, the
dictionary entry provides suggested synonyms and related words of “alehouse, bar, beer garden.”
Examining Attorney then provides four more websites:

wynwoodbrewing.com;
www.cbcraftbrewers.com;
www.pikebrewing.com; and
heavyseasalehouse.com.

Examining Attorney also provided evidence of fifteen third party registrations that claim both

beer (or subtypes of beer) and bar services with many claiming additional goods or services:



Mark Beer Goods Bar Services Other
FROG DOG Beer Bar services; restaurant
BREWERY (“brewery” services
disclaimed)
LOST COAST Beer Bar services; restaurant
BREWERY & CAFE services
(“brewery & cafe”
disclaimed)
ECLIPTIC Alcoholic Restaurant, brewpub, and
beverages, namely, | bar services
beer
SADDLEBOCK Beer, ale, stout and | Bar services, namely, tap

lager

room services

FULL SAIL BREWING
COMPANY (“brewery
company” disclaimed)

Beer, ale, lager,
stout and porter;
brewed malt-based
alcoholic beverage
in the nature of
beer

Bar services

GIGANTIC

Alcoholic Brewpub and bar services | Barware, namely, beer
beverages, namely, glasses; and glassware,
beer namely, drinking
glasses, beer and pint
drinking glasses, and
growlers.
Clothing, namely, hats,
t-shirts, sweaters and
bicycle jerseys
SUGAR CREEK Beer Bar services featuring
BREWING CO. beer; restaurant and bar
(“brewery co.” services
disclaimed)
NEDLOH BREWING Beer Bar services, namely,
CO. design (“brewery providing a tasting room
co.” disclaimed) for beers
J. CHARLES WOODS Beer Restaurant and bar
services
SCOTTSDALE BEER Beer, ale, lager, Restaurant and bar
COMPANY (“beer stout and porter services
company” disclaimed)
UNCLE BILLY’S Beer Bar services; restaurant

services; tavern services;
preparation of food and
beverages; taproom
services; taproom services
featuring beer brewed on
premises; catering services




Mark

Beer Goods

Bar Services

Other

BEAR REPUBLIC

Beer

Restaurant and bar
services

BREWING CO. design
(“brewery co.”
disclaimed)

WILMINGTON
BREWING COMPANY
design (“Wilmington
brewery company”
disclaimed)

beer

Beer, ale, lager,
stout and porter;
brewed malt-based
alcoholic beverage
in the nature of

Bar services

The Reconsideration Letter provided a dictionary definition of brewpub as “a pub or bar

where the owners make their own beer and serve it on the premises” and attached five more

registrations showing beer and bar services claimed by different entities than before:

Mark

Beer Goods

Bar Services

Other

ROCKFORD BREWING
COMPANY (“beer company”
disclaimed)

Beer

Bar services;
restaurant services

LINEAGE BREWING
COLUMBUS OHIO COMPANY
(“brewing” and “Columbus Ohio”
disclaimed)

Beer, ale and lager

Bar services
featuring beer;
taproom services
featuring craft beer
brewed on premise

KEWEENAW BREWING
COMPANY HAND-CRAFTED
BEER HOUGHTON,
MICHIGAN EST. 2003
(“brewing company” and “hand-
crafted beer” and “est. 2003”
disclaimed)

Beer

Bar services

BOISE BREWING (“brewing”
disclaimed)

Beer

Bar services

Design by Innovation Brewing

Beer

Bar services
featuring beer;
taproom services
featuring beer
brewed on premises

Beverage glassware
Short-sleeved or long-
sleeved t-shirts




Examining Attorney also included one registration specifically excluding beers:

NITROTINI Alcoholic beverages, except beer Bar services

Examining Attorney also included one registration for just bar services specifically mentioning

beer:
TAP WAGON (“tap” Bar services featuring
disclaimed) beer; rental of beverage

fountains; taproom
services featuring beer
provided at customer
directed premises

Examining Attorney also included another registration for a design for an entity already

represented in a registration given as evidence in the second office action (Nedlow Brewing

Co.):

NEDLOH design Beer Bar services, namely, providing a tasting room
for beers

Applicant’s Evidence

In the Request for Reconsideration, Applicant provided three dictionary definitions of
"Lady Luck" showing the common-place knowledge that it is the personification of luck.
Applicant also provided statistics for the number of bars or drinking establishments, the number
of restaurants, and the number of breweries and brewpubs in the United States.

In addition, Applicant provided three third party registrations where the registrant only
registered for beer for an overarching name for brewing (similar to those provided by Examining

Attorney) paired with registrant's website showing no bar services are provided:




Mark Registrant Goods Website

SAINT JAMES Saint James Brewery Beer www .saintjamesbrewery.com
BREWERY LLC

FRANCONIA Franconia Brewing Beer; beer, ale and www.franconiabrewing.com
BREWING Company, LLC lager; beers

COMPANY ("brewing

company" disclaimed)

ORPHEUS Orpheus Brewing Beer www.orpheusbrewing.com
BREWING ("brewing" | Company, LLC

disclaimed)

Applicant also provided third party registrations of simply beer names that are separate from the

brewery name:

Mark Brewery Good

PUMPKIN SMASHER Big Muddy Brewing, LLC Beer

LUCHESA Travis County Brewing Company, | Beer
LLC

SWAMP APE Indian River Brewing Corporation | Beer

Applicant also provided two trademark registrations for marks used on both beer and restaurant

services by different registrants:

Mark and Registrant Good Mark and Registrant | Services

FOUR POINT Beer FOUR POINTS Restaurant, cocktail

Mountain View ITT Sheraton lounge, bar, hotel,

Brewery, LLC Corporation motel, resort hotel and
motor inn services

HI-5 Beer, ale and lager HIGH FIVE RAMEN | Bar services; Catering

Terrapin Beer Company,
LLC

Hogsalt Holding, LLC | services; Restaurant

services; Restaurant
services featuring
ramen; Take-out
restaurant services

Additionally, Applicant provided five trademark registrations for beer paired with uses of the

same mark on bar services by an unrelated party:

WAYFARER
DEEP ROOTS

TRAIN WRECK
ONE TRICK PONY
LOST PADDLE




Applicant also provided six other registrations for LADY LUCK on other goods and services:

Mark

Applicant

Goods or Services

LADY LUCK

Lady Luck Fishing Lures,
LLC

Fishing lures

8 8 LADY LUCK design

Gasoline Alley Classics, Inc.

Tin metal signs

Neon signs

Metal can coolers in the nature of
portable beverage coolers

Retail stores featuring goods with an
automotive theme, namely, novelty
items, automotive memorabilia,
display cases, clocks and automotive
accessories; Online retail store
services featuring goods with an
automotive theme, namely, novelty
items, automotive memorabilia,
display cases, clocks and automotive
accessories

LADY LUCK

ODS Technologies, L.P.

Entertainment services, namely, a
televisions series in the field of animal
racing

LADY LUCK CASINO design

Isle of Capri Casinos, Inc.
(Registrant)

Mouse pads

Note Pads

Luggage tags; Tote bags

Non-metal key rings

Coffee cups, neoprene zippered bottle
holders, plastic cups

Fleece pullovers; Hats; Headbands;
Long-sleeved shirts; Scarves; Short-
sleeved shirts.

Dice; Golf balls; Playing cards.
Casinos

LADY LUCK

Gulf Pacific Rice Co., Inc.

Rice

LADY LUCK design

American Airpower Heritage
Museum

Printed matter, namely, newsletters,
brochures, books in the field of
aviation history, postcards, greeting
cards, posters, stationary, flyers, in the
field of aviation history, games and
puzzles on aviation artwork, essays in
the field of aviation history and, book
reviews in the field of aviation
history.

ARGUMENT

The Examining Attorney has maintained the refusal of the instant application because the

Examining Attorney believes the Mark is likely to be confused with Registrant’s mark.




Applicant respectfully disagrees with the Examining Attorney’s claim that any likelihood of
confusion exists between Applicant’s Mark and the mark of Registrant and submits the

following.

There is No likelihood of Confusion Between LADY LUCK
For Beer and LADY LUCK For Bar Services

Determination of likelihood of confusion under Section 2(d) is made on a case-by-case
basis and the factors set forth in In re E.I du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (C.C.P.A. 1973), aid in this determination. In this matter, the following factors are the most
relevant:

1. The similarity or dissimilarity of and nature of the goods or services as described in an
application or registration or in connection with which a prior mark is in use.

2. The number and nature of similar marks in use on similar goods.

3. The length of time during and conditions under which there has been concurrent use
without evidence of actual confusion.

4. The variety of goods on which a mark is or is not used.

5. Any other established fact probative of the effect of use.

The respective services of the Registrant (bar services) are different from Applicant’s
goods (beer). This difference, as supported by case law, along with the weakness of mark as
shown by a number of companies also obtaining federal registrations for the commonly known
phrase of "Lady Luck" on a variety of goods and services, means that customers are not likely to
be confused between Applicant’s goods and Registrant’s services.

The Nature of the Goods or Services as Described in an Application and Registration Do
Not Give Rise to the Mistaken Belief That They Emanate From the Same Source

Likelihood of confusion can be found “if the respective products are related in some

manner and/or if the circumstances surrounding their marketing are such that they could give rise



to the mistaken belief that they emanate from the same source.” Coach Servs., Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012), citing 7-Eleven Inc. v.
Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007). The issue here, of course, is not whether
purchasers would confuse the goods with the services, but rather whether there is a likelihood of
confusion as to the source of these goods and services. L’Oreal S.A. v. Marcon, 102 USPQ2d
1434, 1439 (TTAB 2012); In re Rexel Inc., 223 USPQ 830 (TTAB 1984). In making a
determination regarding the relatedness of the goods and services, one must look to the goods or
services as identified in the application and the cited registration. See Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014),
quoting Octocom Sys., Inc. v. Houston Computer Servs., Inc., 918 F.2d 937, 16 USPQ2d 1783,
1787 (Fed. Cir. 1990); In re Giovanni Food Co., 97 USPQ2d 1990 at. There is no per se rule
mandating that alcoholic beverages and bar services be deemed similar. Each case must be
decided on its own merits. In re Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed.

Cir. 2001).

Examiner Must Provide “Something More” To Show Relationship Between the Goods and
Services in Question to Establish a Likelihood of Confusion

The mere fact that two products or services fall within the same general field does not
mean that the products or services are sufficiently similar to create a likelihood of confusion. In
re Giovanni Food Co., 97 USPQ2d at 1991; Stonefire Grill, Inc. v. FGF Brands, Inc., 987
F.Supp. 2d 1023, 1050 (C.D. Calif. 2013). To establish likelihood of confusion, a party must
show “something more” than similar or even identical marks are used in somewhat similar fields.

Jacobs v. International Multifoods Corp., 668 F.2d 1234, 1237 (1982).

10



Courts Have Held That Simply Because a Business Sells an Item, That Good is Not
Necessarily Related Enough to Prove a Likelihood of Confusion

In Jacobs, the United States Court of Customs and Patent Appeals found that the mark
BOSTON SEA PARTY used on tea and BOSTON TEA PARTY for restaurant services was not
likely to confuse customers without further evidence of the two being connected. Jacobs, 668
F.2d at 1236-37. The court made clear that “[t]o establish likelihood of confusion a party must
show something more than that similar or even identical marks are used for food products and
for restaurant services.” They did not find that “something more” for tea and restaurant services.
Id at 1236-37.

In another example, the Office did not meet its burden of proving likelihood of confusion
where the marks were JUMPIN” JACKS for barbeque sauce and JUMPIN JACK’S for catering
services. In re Giovanni Food Co., 97 USPQ 2d at 1991. Evidence indicating that some
restaurants also provide catering services and sell barbeque sauce was not sufficient to establish
catering services are so related to barbeque sauce that customers are likely to be confused as to
the source of the goods and services. Jd. “The mere fact that some restaurants that specialize in
barbeque also provide catering services and sell barbeque sauce is not sufficient to establish a
relationship between catering services in general and barbeque sauce. ” Id.

The fact that restaurants serve food and beverages is not enough to render food and
beverages sufficiently related to restaurant services to ensure that a likelihood of confusion
automatically exists between such goods and services. In fact, even the “mere fact” that
specialized barbeque restaurants may sell barbeque sauce and provide catering services was not
enough connection to cause a likelihood of confusion when both used the identical mark of
JUMPIN’ JACKS. For the same reasons, beer and bar services are not sufficiently related for a

showing of likelihood of confusion. Beer and bar services are directly correlated to food and

11



restaurant services. Every restaurant must serve food, but not every bar must serve beer. Many,
including wine bars, do not. There is no reason to assume that every thought a consumer has of
bar services automatically includes beer even though every thought of a restaurant must include
food.

The United States Court of Appeals for the Federal Circuit also found that “something
more” is needed to connect beer and restaurant services before there is a likelihood of
confusion. In re Coors Brewing Co., 343 F.3d 1340, 1345, 68 USPQ2d 1059, 1063 (Fed. Cir.
2003). In re Coors specifically discusses the limited relevance of brewpubs in determining that
required “something more,” many of which are Examining Attorney’s cited examples.

[T]he Board relied on evidence from several references discussing the practice of

some restaurants to offer private label or house brands of beer. Second, the Board

cited articles showing that brewpubs, which brew their own beer, often feature

restaurant services as well. Finally, the Board reviewed evidence of several third-

party registrations showing that a single mark has been registered for beer and

restaurant services. Based on that evidence, the Board concluded that beer and

restaurant services are related and that consumers encountering a beer displaying

a substantially similar mark as that used for a restaurant would be likely to

conclude that the beer and the restaurant services came from the same source.”

Inre Coors, 343 F.3d at 1345-46.

However, according to the Federal Circuit, this evidence was not sufficient for a holding
of likelihood of confusion. Both marks containing the term “Blue Moon” were allowed to be
registered.

The Examining Attorney has not shown “something more” than some breweries serve
beers on premises. This is not enough to show beer and bar services are so related that

customers are likely to be confused.

The Number of Brewpubs and Breweries With Bars Attached Are Statistically Insignificant

According to In re Coors:

12



While the evidence produced by the examining attorney shows that some
restaurants brew or serve their own private label beer, that evidence does not
support the Board's conclusion that consumers are likely to conclude that beer and
restaurant services with similar marks emanate from the same source. Coors
introduced evidence that there are about 1,450 brewpubs, microbreweries, and
regional specialty breweries in the United States, while there are approximately
815,000 restaurants. There was no contrary evidence introduced on those points.
That means that even if all brewpubs, microbreweries, and regional specialty
breweries featured restaurant services, those establishments would constitute only

about 18 one-hundredths of one percent of all restaurants, or fewer than one in
500.

In re Coors, 343 F.3d at 1346.

Using more updated numbers, according to IBISWorld, there are around 70,000 drinking
establishments in the United States. Exhibit A. This industry includes bars, taverns, pubs,
lounges, nightclubs and other drinking places that primarily prepare and serve alcoholic
beverages for immediate consumption. These establishments may also provide limited food
services, but their primary business is the sale of alcohol, not just beer. The National Restaurant
Association says there are 1,000,000 restaurant locations in the United States in 2015. Exhibit B.
It is unclear if this number includes both food and “drinking establishments” or if restaurants
must primarily be engaged in the sale of food, not alcohol. The Brewers Association states there
were 3,418 brewpubs, microbreweries and regional breweries in the United States in 2014 and
3,464 breweries in total with only 1,412 of those breweries being brewpubs. Exhibit C. These
numbers include large breweries such as those that brew Miller and Budweiser products.
Brewpubs, therefore, only represent 0.14% of all restaurants — 2% of all drinking establishments.

Using the same approach as In re Coors, even if all breweries (as referenced above)
featured bar services (which we know is not true), those breweries would constitute less than five
percent (5%) of all drinking establishments (3,464 divided by 70,000 equals 4.9%). If one

conservatively assumes that only Aalf of all restaurant locations have any sort of bar services and

13



equals 0.61%). Even if it is assumed that the entire 70,000 “drinking establishments” are
included in the 500,000 (half of the million restaurants), the percent of drinking establishments is
0.69% (3,464 divided by 500,000 equals 0.69%). That means that if one assumes that all
breweries feature bar services and only 4alf the restaurant locations have bar services, and that
restaurant number includes every location already considered “drinking establishments,” less
than 7 out of every 1,000 locations with bar services would be producing beer. The percentages
drop even more when one assumes that more restaurants have bar services. It is clear these
estimates are conservative because many breweries claiming beer as goods, even under the
brewery name, do not have bar services. Exhibit D. There are also trademarks that are beer
names used by the breweries for specific beers and not the brewery as a whole. Exhibit E.

If 1 in 500 restaurants serving beer is not enough to show a likelihood of confusion in /n
re Coors, surely less than 7 in every 1,000 is not enough to show such a connection between beer
and bar services.

Third Party Registrations Provided by Examining Attorney Do Not Provide Enough
Probative Evidence to Show "Something More"

Third-party registrations that cover a number of different goods or services may have
some probative value to the extent that they may serve to suggest that goods or services are of a
type that may emanate from a single source if the registrations are based on use in commerce. In
re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB), aff’d per curiam, 864 F.2d 149
(Fed. Cir. 1988) (italics added); see also In re Princeton Tectonics, Inc., 95 USPQ2d 1509, 1511
(TTAB 2010) (“While third-party registrations can play an important role in establishing that the
types of goods at issue are related, examining attorneys must review the registrations carefully to

ensure that each registration presented is probative and that the number of registrations is
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sufficient, along with other types of evidence, to establish that the types of goods at issue are
related”) (italics added). By submitting third-party registrations, Examining Attorney is
“essentially asking [others] to draw the inference that when different products are listed in the
same registration, those products may emanate from a single source. Applicant may rebut this
inference with evidence.” In re Ayurvedic Concepts, LTD. Ser. No. 78800436 (T.T.AB.
December 5, 2008)(non-precedential). Applicants may submit sets of third-party registrations to
suggest the opposite, i.e., that the Office has registered the same mark to different parties for the
goods at issue. In re G.B.I Tile and Stone, Inc. 92 USPQ2d 1366, 1369-70 (T.T.A.B. 2009).
See also, Helene Curtis Industries v. Suave Shoe Corp., 13 USPQ2d 1618, 1624 (TTAB 1989)
(“In connection with its related goods arguments, plaintiff has made of record numerous third-
party registrations and exhibits to show that it is common in the trade for the same mark to
appear both on personal care products and wearing apparel emanating from the same source.
Defendant, on the other hand, has introduced registrations and exhibits to show registration and
use of the same or similar marks on these same types of products, but emanating from different
sources™).

Examining Attorney provides several third-party registrations that include both beer and
bar services claimed therein. Examining Attorney also inexplicably provides a registration for
NITROTINI that claims “Alcoholic beverages, except beer.”

It is not surprising that Examining Attorney was able to find a few registrations that
included both beer and bar services out of the tens of thousands registrations available.
However, there are thousands of applications and registrations for “beer or ale” that do not
include “bar services,” and another thousands more applications and registrations for “bar

services” that do not include “beer OR ale.” Some of those even include identical marks.
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Exhibit F. Other registered marks for beer are identical marks to current bars and restaurants
with bar services. Exhibit G.

The small number of examples that Examining Attorney provides is not probative enough
to show that beer and bar services emanate from a single source, especially once directly
contradictory evidence is provided. Again, with many of the provided registrations showing
both bar and restaurant services with beer, the mere fact that some restaurants provide bar
services and may sell beer is not sufficient to establish a relationship between bar services in

genéral and beer.

Registrant’s Mark and Applicant’s Mark Create Different Commercial Impressions

It is well-settled that when determining likelihood of confusion, the Examiner should
look not at a single aspect of a mark but should view fhe mark as a whole. See, e.g., Columbian
Steel Tank Co. V. Union Tank & Supply Co., 125 U.S.P.Q. 406 (CCPA 1960); see also, Vitarroz
Corp. v. Borden, Inc., 209 U.S.P.Q. 969, 976-77 (2nd Cir. 1981) (no likelihood of BRAVO and
BRAVO’S due to the different contexts in which the marks are presented). The central issue is
whether the marks create the same overall impression. Visual Information Institute, Inc. v. Vicon
Industries, Inc., 209 U.S.P.Q. 179, 189 (TTAB 1980). The use of identical words in common
does not automatically mean that two marks are similar. Freedom Sav. & Loan v. Vernon Way,
757F.2d 1176, 1183 (11th Cir. 1985).

The Lady Luck mark is a common phrase that consumers do not readily associate with an
indication of source. The points of comparison for a word mark are appearance, sound, meaning,
and commercial impression. In re E. I du Pont de Nemours & Co., 476 F.2d'1357, 1361, 177
USPQ 563, 567 (C.C.P.A. 1973). “The fact that one mark may bring another to mind does not in

itself establish likelihood of confusion as to source.” In re Ferrero, 479 F.2d 1395, 1397, 178
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USPQ 167, 168 (CCPA 1973). “Additionally, the fact that a mark may bring to mind another
term, and not another mark, is further support for the conclusion that no confusion is likely.”
Jacobs, 668 F.2d 1234 (1982).

In Jacobs, the Federal Circuit noted that “if observation of BOSTON SEA PARTY
brings to mind the Boston Tea Party, we cannot conclude, in light of its notoriety and without
convincing evidence of the extent to which appellant's mark is known, that one would equate that
term with appellant rather than with the historical incident.” Jacobs, 668 F.2d at 1236.
Similarly, in In re General Electric Co., the Federal Circuit stated that:

VULCAN is, we think, a name well-known to the American people. Most of them

may not know, or remember if they knew, just who Vulcan was (in Roman

mythology he was the God of Fire and of the arts of forging and smelting), but we

think the name is commonly recognized as the name of some mythological

character or deity. Anyone confronted with it, in other words, would recognize it

as something already known — it would not impress itself on his consciousness

as anything new or strange, but rather as something familiar.

In re General Electric Co., 49 CCPA 1186, 304 F.2d 688, 134 USPQ 190 (1962).

The same is true for the very common term “Lady Luck.” “Lady Luck” is a well-known,
commonly recognized term. In fact, the term is found in dictionaries. At least one definition is
“noun, (sometimes lowercase) 1. the personification of luck as a lady bringing good or bad
fortune: Lady Luck was against us and we lost the game.” “lady luck.” Dictionary.com.
Dictionary.com Unabridged. Random House, Inc. http://dictionary.reference.com/browse/lady
luck (accessed: July 07, 2015). Exhibit H gives several other options all with similar. definitions.

As such, the phrase “Lady Luck” does not cause a potential customer to immediately
think of Registrant, but rather this common phrase. This is shown by “Lady Luck” being used
by many unrelated parties on many other items. Specifically, “Lady Luck” has been registered

as a trademark for a wide variety of other goods and services to different entities. Exhibit L.
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Customers will immediately think of the well-known concept and term of "Lady Luck"
long before the Registrant and its bar services. Even if a customer immediately thinks of a good
or services, given the number of unrelated parties using the same phrase for both related and
unrelated goods, it is not likely that it will be Registrant’s bar services. Therefore, Registrant’s
mark is given less protection than a truly fanciful mark.

Applicant’s Use of the Mark Is Not Likely to Be Confused With Registrant’s Use of its Mark

In conclusion, Examining Attorney does not show “something more” than that similar or
even identical marks are at times used for beer and for bar services as required by Jacobs and In
re Coors. Second, Examining Attorney does not show why a consumer would first think of
“Lady Luck" as an indication of source only of Registrant’s bar services. Therefore, Applicant
respectfully submits that there is no likelihood of confusion between Applicant’s mark and the
mark of Registrant. Applicant’s mark is suitable for registration on the Principal Register and
respectfully requests the application be moved towards registration.

Dated this wday of November, 2015.

BOARDMAN & CLARK LLP

-

v AL

EfnR. 'Ogden O

One South Pinckney Street, Suite 400
P.O. Box 927

Madison, WI 53701-0927

(608) 257-9251
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